TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GARY A. SECOR, RAYMOND J. TAYLOR
DENNI S L. BI DNEY and CHERYL L. RUBY

Appeal No. 94-1709
Appl i cation 07/716, 115

ON BRI EF

Bef ore WNTERS and WLLIAMF. SMTH, Adm nistrative Patent
Judges, and McKELVEY, Senior Administrative Patent Judge..

W NTERS, Administrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1, 4, 5, 9, 12 through 14 and 18 through 20,

which are all of the clainms remaining in the application.

! Application for patent filed June 17, 1991.
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Claims 1 and 9, which are illustrative of the subject
matter on appeal, read as foll ows:

1. A nmethod for in vitro selection of blackspot
resi stant tubers fromregenerated potato plants obtai ned from
tissue culture, conprising the steps of:

(a) culturing tissue obtained froma potato plant in cel
| ayer medi um and associ ated reservoir nmedi um

(b) subculturing said tissue on callus proliferation
mediumto obtain callus formation

(c) subculturing said callus on shoot induction nediumto
obtai n shoot fornation;

(d) subculturing said shoot on a rooting nmediumto ensure
root formation, whereby potato plants are regenerated from
whi ch bl ackspot resistant tubers are produced; and

(e) adding at |east one nelanin precursor to at |east one
of said reservoir, callus proliferation, and rooting nedia,
whereby said potato plants are regenerated fromthe calli and
roots whi ch show no bl ackeni ng response when the nel anin
precursor i s added.

9. Potato plants regenerated in accordance with the
net hod of claim1.

The references relied on by the exam ner are:
Cherry et al. (Cherry) 4,937, 085 June 26, 1990
J. F. Shepard, "Miutant Sel ection and Pl ant Regeneration from
Pot at o Mesophyl| Protoplasts,” Genetic |Inprovenent of Crops

Energent Techni ques 185-219 (I. Rubenstein et al. eds.,
University of Mnn. Press 1980).

The issues presented for review are: (1) whether the

exam ner erred in rejecting clainms 9 and 18 through 20 under
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35 U.S.C. 8 101 as drawn to non-statutory subject matter; and
(2) whether the examner erred in rejecting clainms 1, 4, 5, 9,
12 through 14 and 18 through 20 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Shepard and
Cherry.

35 US.C 8§ 101

Even t hough product-by-process clains are limted by and
defined by the process, determ nation of patentability is
based on the product itself. The patentability of a product

does not depend on its nethod of production. [In re Thorpe,

777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985).
M ndful of that principle of |law, we consider the
patentability of clainms 9 and 18 t hrough 20 under 35 U.S. C
§ 101.

These clains define potato plants (cultivars) and tubers
havi ng one salient characteristic, nanely, resistance to
bl ackspot bruising. On this record, we find it reasonable to
conclude that the clainms "read on" naturally occurring potato
cultivars and tubers resistant to blackspot. W refer to the

foll ow ng passage at page 3, second paragraph, of appellants’
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specification in the section entitled BACKGROUND OF THE

[ NVENTI ON:

Even when all the predi sposing factors are
consi dered, potato cultivars vary markedly in their
response to inpact danage. Sone cultivars may be
highly resistant to bl ackspot while others may be
hi ghly susceptible. Tubers froma single plant nmay
differ in their blackening responses.
Susceptibility may also vary fromthe stemend to
bud end of an individual tuber. [Enphasis added.]

W find no limtation in clainms 9 and 18 through 20 serving to
di sti ngui sh appellants' potato plants and tubers from products
of nature (cultivars and tubers) which are "highly resistant
to bl ackspot." Accordingly, we affirmthe rejection of clains
9 and 18 through 20 under 35 U.S.C. §8 101 as drawn to non-
statutory subject matter

In so holding, we have not overl ooked the declaration of
Gary A Secor executed Cctober 2, 1992. According to
Dr. Secor,

[i]t is wdely and universally known by potato

researchers, breeders, etc., that the Lemhi Russet

variety of potato is highly susceptible to bl ackspot
and

[i]t is also widely and universally known by people

in this industry that if one were to sanple

naturally occurring Lenmhi potatoes in an attenpt to

find one resistant to bl ackspot, the nathematica
probability of finding such a potato woul d be
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virtually zero. On information and belief, despite

repeated attenpts to find such a bl ackspot resistant

Lemhi potato since introduction of the variety in

1981, none has yet been found.
See the Secor Declaration, paragraphs 4 and 5. On this point,
we invite attention to appellants' clains which are not
restricted to the Lenmhi Russet ("Lenmhi") variety of potato.
Where, as here, clains 9 and 18 through 20 contain no
limtation serving to distinguish fromnaturally occurring
cultivars "highly resistant to bl ackspot" (specification, page
3, second paragraph), we find it unnecessary to reach the
guestion whet her bl ackspot-resistant Lemhi plants and tubers
occur in nature. The Secor Declaration, and appellants
argument based on that declaration, would predicate

patentability on a limtation not found in the clains.

35 US.C 8§ 103

Consi dering now the prior art rejection, we find that a
person having ordinary skill in the art would not have a
sufficient basis for the necessary predictability of success
to sustain a rejection under 35 U.S.C. § 103 based on the
conmbi ned di scl osures of Shepard and Cherry. See In re
dinton, 527 F.2d 1226, 1228, 188 USPQ 365, 367 (CCPA

1976) .
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Accordi ng to the exam ner

Shepard teaches that protoplasts can be subjected to

suspected di sease causi ng agents during devel opnent

and subsequently resistant strains can be sel ected

fromthe wild type by their |ack of disease

synptons, i.e.[,] their lack of susceptibility to

the causative agent of the disease. [Exami ner's

Answer, paragraph bridging pages 3 and 4.]
Conspi cuous by its absence fromthe Answer, however, is any
reference to the particular portion or portions of Shepard
whi ch contain the above-quoted teaching. See 37 CFR §
1.106(b), stating that "the particular part [of the reference]
relied on nust be designated as nearly as practicable.”

Furthernore, in our judgnent, the exam ner overstates the
i mport of Shepard. This reference discusses "The Problemw th
Pot at oes,” and states that "[g]enetically, the potato is a
conpl ex and di verse group of tuber bearing species and
subspeci es belonging to the genus Sol anun’ (Shepard, page
188). Shepard further discloses that "[h]istorically, the
potat o has contrasted sharply with the cereals and many ot her
I nportant crop plants in its having been quite refractory to
speci fic i nprovenent through conventional breeding

techniques;" that "the potato is commonly omtted from

conprehensive treatises on resistance breeding;"” and that
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"susceptibility to disease is a primary limting factor in
potat o production internationally" (Shepard, page 189).
Shepard further states that "[w hen attenpting to 'engineer' a
pot at o possessi ng specified characteristics, the plant breeder
faces enornous problens only superficially addressed above”
(Shepard, page 191). 1In a section entitled "Previous Potato
Regeneration from Single Cells or Protoplasts,” Shepard
di scl oses that "[o]nly very recently have techni ques energed
wher eby plants nmay be regenerated fromsingle cells of potato,
whet her of nesophyl|l protoplast or cultured cell origin"
(Shepard, page 192). After describing in detail current
met hods used in the | aboratory for protoplast isolation and
regeneration, Shepard states as foll ows:

The foregoing di scussion suggests that frequent

exanpl es of potentially valuable variation exi st

wi thin potato plant popul ati ons rai sed from

nmesophyl | protoplasts. Consequently, it is

reasonabl e to expect that sone variants could be

selected early as either protoplasts or small calli

and then be regenerated into plants possessing a

predi cted nodification. At the present tine, there

are no published accounts of this for potatoes, but,

from systens becom ng avail abl e, ones shoul d be
forthcom ng. [Shepard, page 211, enphasis added. ]

Finally, in the section entitled "Conclusions," Shepard states

t hat :
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In the precedi ng paragraphs, | have attenpted to
outline the status of the potato mesophyl |

protopl ast/ plant regeneration experinental system
as it pertains to the inprovenent of this
significant crop plant. The results are
prelimnary, and it will require an additional 2 or
nore years before we can truly assess the
horticultural worth of regenerated material.

Bi ol ogi cally and genetically, however, certain

m sgi vi ngs about the utility of such systens appear
satisfied. [Shepard, page 214, enphasis added. ]

Al in all, we believe that the exam ner "stretches" the
teachi ng of Shepard by stating as foll ows:

Shepard teaches that protoplasts can be subjected to

suspect ed di sease causi ng agents during devel opnent

and subsequently resistant strains can be sel ected

fromthe wild type by their |ack of disease

synptons, i.e.[,] their lack of susceptibility to

t he causative agent of the disease. [Examiner's

Answer, paragraph bridging pages 3 and 4.]
Shepard is nore circunspect than that. Shepard describes
"prospects for protoplast and/or callus selection,” but the
results are prelimnary in nature. According to Shepard,
"[t]he results are prelimnary, and it wll require an
additional 2 or nore years before we can truly assess the
horticultural worth of regenerated material" (Shepard, page
214). Although it is reasonable to expect that sone variants

coul d be selected early as either protoplasts or small calli

and then be regenerated into plants possessing a predicted
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nodi fication, nevertheless, at the present tine, there are no
publ i shed accounts of this for potatoes (Shepard, page 211).
Qbvi ousness under 35 U. S.C. 8§ 103 requires a reasonable
expectation of success. Based on the foregoing discussion, we
conclude that (1) the exam ner's reliance on Shepard is
m spl aced; and (2) the prior art does not provide a sufficient
basis for the necessary predictability of success to here
sustain a rejection under 35 U S.C. § 103.°2
Further, the exam ner states that "Cherry et al. teach
that tyrosine, a nelanin precursor, is considered to be a
cause of bl ackspot in potatoes” and "[t]yrosine is taught by
Cherry to be the causative agent of blackspot."” See the
Exam ner's Answer, page 4. Again, the exam ner does not
specify the particular portion or portions of Cherry which
contain that teaching. Apparently, the exam ner refers to the

"Background of the Invention" section of Cherry, discussing

2 We note in passing that the Shepard reference is cited
at page 24, |ast paragraph, of appellants' specification.
Anot her reference is cited in that sane passage, nanely,

Taylor et al., "[a] shoot induction procedure altered for
i ncreased shoot efficiency of potato protoplast - derived
calli, Potato Research 31:651-658 (1988)." However, in

rejecting the appeal ed clains under 35 U.S.C. § 103, the
exam ner does not rely on Taylor et al.
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the Muneta reference® and a series of biochem cal conversions
inplicated in the enzymatic bl ackeni ng of potatoes. However,
we believe that the exam ner m scharacterizes the reference by
stating: "Cherry et al. teach that tyrosine, a nelanin
precursor, is considered to be a cause of blackspot in

pot atoes” and "[t]yrosine is taught by Cherry to be the
causati ve agent of blackspot.” W do not find that teaching
in Cherry. Nor does the examner rely on Miuneta in rejecting
any of the appeal ed clains, although Mineta woul d appear to
constitute closer prior art than Cherry respecting the
enzymati c bl ackeni ng of potatoes. Furthernore, we do not find
that Cherry cures the deficiencies of the Shepard reference,

di scussed supra, or, in conmbination with Shepard, provides a
sufficient basis for the necessary predictability of success
to sustain a rejection under 35 U S.C. § 103. For these
reasons, we reverse the rejection of clains 1, 4, 5, 9, 12

t hrough 14 and 18 through 20 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Shepard and

Cherry.

8 P. Muneta, "Conparisons of Inhibitors of Tyrosine
Oxidation in the Enzymatic Bl ackeni ng of Potatoes,” Am _ Pot.
J. 58, 85 (1981).
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CONCLUSI ON

I n conclusion, the exam ner's decision rejecting clains 9
and 18 through 20 under 35 U. S.C. § 101 as drawn to non-
statutory subject matter is affirmed. The exam ner's
deci sion, rejecting all of the appeal ed clains under 35 U. S. C
§ 103 as unpatentabl e over the conbined di scl osures of Shepard
and Cherry, is reversed.

The exam ner's decision is affirned-in-part.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
SHERMAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
)
WLLIAMF. SM TH ) BOARD CF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
FRED E. McKELVEY )
Senior, Adm nistrative Patent Judge )
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-12-



